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REMARKS 

For at least the reasons set forth in the Appeal Brief filed on November 23, 2005, 
Applicants respectfully submit that the final rejections of claims 1-9 under 35 U.S.C. §103 are 
improper and should be withdrawn. 

In responding to Applicants' arguments in the Appeal Brief, it is asserted in the 
Examiner's Answer that "Xiang teaches that concentric spectrometers are well known for their 
ability to separate hxmdreds of individual wavelengths of light (spectra) at the same time, while 
limiting the spatial interaction of adjacent spectra - i.e., crosstalk. (Col. 1, 11. 20-25)." Page 5. 
Applicants respectfiiUy assert that spatial interaction of the spectra described hy Xiang does not 
constitute "crosstalk," as this term is understood by one of ordinary skill in the art. In this 
regard, as argued in the Appeal Brief, "crosstalk" refers to interference induced by bleeding 
fi-om a first data channel to a second channel thereby degrading the commimication occurring 
within the second data channel. Xiang makes no mention of "crosstalk" or of manipulating any 
optical data signal, and the inferences by the Examiner that Xiang suggests limiting "crosstalk" 
is a distortion of the teachings of Xiang. Indeed, the Examiner has essentially alleged that Xiang 
teaches that concentric spectrometers are **well known" for their ability to limit "crosstalk," yet 
the Examiner is unable to produce even a single prior art reference that uses a concentric 
spectrometer for manipulating an optical data signal in any way. 

Having failed to find a reference that teaches using a concentric spectrometer to 

demultiplex a data signal, the Examiner alleges that it would be obvious to combine Dragone 

^nd Xiang essentially because the resulting combination would be an improvement to the 

existing art. In particular, it is alleged that: 

"The aberration corrected concentric spectrometer of Xiang employs a 
convex diffraction grating (100) that includes a plurality of curved and typically 
nonparallel grooves (102) rather than the parallel grooves of a conventional 
spectrometer (or demultiplexer/multiplexer). Xiang teaches that this design will 
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allow greater optical power, which will help prevent each demultiplexed 
wavelength (spectra) from physically overlapping to adjacent wavelengths on a 
CCD detector - i.e. it provides aberration correction. (See Col. 2, 11. 58 - Col. 3, 
11. 5) Thus, a highly accurate spectral image with greatly improved resolution 
(i.e. reduced crosstalk) is created. (Col. 1, 11. 44-45)." Page 6. 

However, the question under 35 U.S.C. § 103 is not whether an alleged combination would have 
been an improvement of the prior art but rather is whether the teachings of the prior art, without 
the benefit of Applicants' disclosure, would have fairly suggested the alleged improvement. In 
this regard, to prevent an improper hindsight-based analysis of the prior art, the Federal Circuit 
has made it clear that the desirability for combining prior art references must be found in the 
prior art. "Our case law makes clear that the best defense against the subtle but powerful 
attraction of a hindsight-based obviousness analysis is rigorous application for a showing of the 
teaching or motivation to combine prior art references." In re Dembiczcak, 175 F.3d 994, 50 
U.S. P.Q.2d 1614, 1617 (Fed. Cir. 1999). "This court has made it clear, moreover, that an 
invention will not be denied a patent because it embodies a solution which seems simple and 
obvious with the benefit of hindsight." Saf-gard Products, Inc, v. Service Parts, Inc., 532 F.2d 
1266, 1272, 190 U.S.P.Q. 455 (9* Cir. 1976). 

Moreover, the arguments in Examiner's Answer seem to be based on the assumption 
that suggesting the use of a spectrometer for generating a high resolution spectrum of Hght from 
an "image of a scene" necessarily suggests using the same spectrometer to demultiplex optical 
data signals. However, for at least the reasons set forth above and in the Appeal Brief, 
Apphcants respectfully assert that such an assumption is not sufficiently supported by the cited 
art. 

In addition, the arguments in Examiner's Answer discussed above suggest that 

utilization of the diffraction grating taught hy Xiang in the demultiplexer of Dragone would be 

obvious to one of ordinary skill in the art. Even if such allegations are assimied to be true for 
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the sake of argument, Applicants assert that such a showing is insufficient for rejecting the 
pending claims under 35 U.S.C. §103. 

In this regard, the pending claims recite a "concentric spectrometer." As described by 
the instant application, a "spectrometer^' is "concentric" in the sense that the centers of curvature 
of a reflective device and a convex diffraction grating are substantially co-located. See 
Paragraph 20. Thus, merely establishing that it would be obvious to replace the diffraction 
grating of Dragone with the diffraction grating of Xiang is insufficient for establishing that such 
a hypothetical device would constitute a spectrometer that is "concentric." 

In maintaining the 35 U.S.C. §103 rejections of the pending claims, it is fiuther asserted 

in the Examiner's Answer that: 

"Appellant argues that 'the types of light being processed by the router of 
Dragone and the concentric spectrometer of Xiang are quite different' (page 6, 
lines 7-8) because *the 'images' of Xiang, unlike the optical data 'signals' of 
Dragone, do not usually convey digital data and are not typically transmitted 
through optical fibers' (page 6, lines 3-4) This argument is not persuasive 
because while Xiang teaches the demultiplexing of hght signals in the visible 
wavelength spectrum and Dragone teaches data communication signals which 
typically are not found in the visible spectrum, the spectrometer of Xiang 
employs a similar (yet improved) diffraction grating as employed by Dragone for 
fi-ee space demultiplexing light signals. One of ordinary skill in the art would 
have known that the range of wavelengths to be demultiplexed in a particular 
device is a function of the diffraction grating spacing." Page 6. 

However, the relevant issue is not that the light signals of Xiang are in a different wavelength 
range than the light signals of Dragone. Rather, the relevant issue is that the device in Dragone 
is not being used for the same purpose relative to the device in Xiang. In this regard, the device 
in Dragone is being used to demultiplex optical data signals, whereas the device in Xiang is 
being used to produce a spectrum of light "fi-om a scene." There is no suggestion in the cited 
art to use the concentric spectrometer of Xiang for demultiplexing optical data signals. 
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It is further asserted in the Examiner's Answer that: 

'The free space demultiplexing of a light signal (i.e. separating spectra) 
via a diffraction grating and sending the constituent wavelengths (spectra) to a 
pixilated CCD detector as taught by Xiang (see Figure 5) is a substantially 
similar process to the free space demultiplexing of a light signal via a diffraction 
grating and sending the constituent wavelengths to an optical fiber array in the 
device of Dragone (see Figure 4).'* 

The fact that the concentric spectrometer of Xiang would demultiplex optical data signals, 
similar to the grating of Dragone, if optical data signals were input to the concentric 
spectrometer does not mean that it would be obvious to use the concentric spectrometer of 
Xiang for this purpose. In this regard, "(t)he mere fact that the prior art may be modified in the 
maimer suggested by the Examiner does not make the modification obvious unless the prior art 
suggested the desirabiUty of the modification." In re Fritch, 972 F.2d 1260, 1266, 23 
U.S.P.Q.2d 1780 (Fed. Cir. 1992). 

Indeed, in Continental Can Co., USA, Inc. v. Monsanto Co., 948 F.2d 1264 (Fed. Cir. 
1991), the .claimed invention was directed to a ribbed bottom stmcture for reinforcing a plastic 
container. A prior art patent disclosed a structure that, when inverted, closely resembled the 
claimed invention. The Federal Circuit, however, quickly dismissed this simple modification as 
constituting an obvious change by stating "although a prior art device could have been tumed 
upside down, that did not make the modification obvious unless the prior art fairly suggested the 
desirability of turning the device upside down." Continental Can at 1270. Moreover, when the 
cited art is properly considered as a whole in the instant case, including considering the manner 
in which the devices in Dragone and Xiang are being used, it is apparent that the cited art lacks 
a sufficient motivation for using the structure of Xiang to demultiplex or multiplex optical data 
signals. Thus, Applicants submit that the alleged motivation for combining Xiang and Dragone 
is not based on the teachings of the cited art but is instead based on impermissible hindsight 



reconstruction of Applicants' invention. Therefore, Applicants respectfully assert that the 
combination of Dragone and Xiang is improper. 



CONCLUSION 



Based on the foregoing discussion and the arguments set forth in the Appeal Brief, 
Applicants respectfully request that the Examiner's final rejections of claims 1-9 be overruled 
and withdrawn by the Board, and that the application be allowed to issue as a patent with all 
pending claims. 
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